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RECEIVED 
CENTRAL FAX CENTER 

JUN 2 5 2008 



THTtJT: t tmttP.D STATES PATENT AND TRAD^EKQEEICE 



In the Patent Application of 

Radha Sen et al. 

Application No. 10/789,963 

Filed: February 27, 2004 

For: A System and a Method for Forming 
a Heat Fusible Microporous Ink 
Receptive Coating 



Group Art Unit: 1796 



Examiner: YOON, Tae R 



Confirmation No.: 9177 



AVPttAL BRIEF 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P,0. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



This is an Appeal Brief under Rule 41 .37 appealing the decision of the Primary 
Exammer dated March 6, 2008 (the "final Office Action"). Each of the topics required by 
Rule 41 31 is presented herewith and is labeled appropriately. 
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10^789,965 

200312102-1 RECEIVED 

CENTRAL FAX CINT1R 

JUN 2 5 2008 

? p^i^^y in interest 

The real party in interest is Hewlett-Packard Development Company, LP, a limited 

Xcxas U^ed partnership and is a wholly-owned affiliate of Hewlett-Packard Comply, a 

a • t>=i„ aim CA. The aeneral or managing partner of 
Delaware Corporation, headquartered in Palo Alto, CA. ine g n 

HPDC is HPQ Holdings, LLC. 
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20031 2102-1 C0^ AL PAX 

JUN2S 2008 

Ttaea^ «p*. « —noes rented « *« P^t of - «. 

Appellant is aware. 



3 

PAGE 6116* RCVD AT 6/25/2008 1:45:10PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-4/17 1 DNiS:2738300 * CSID: 1 8015727666 * DURATION (mm-ss):1142 



06/25/2008 12:49 18015727666 RADER FISHMAN PAGE 07/35 



10/789,963 WEn 

200312102-1 oBwKSW CENTER 

JUN 25 2008 

ttt status o f Claims 
Clahns JM5 and 59-70 we* withd^wn from under » previous 

50 54 «d 73-79 w=re -WW Piously without preludlce « dvsdanner. 

Tta. d ^48,49 > 5 1 -53 > 55.58,7 1 .7 2 ao d 80-90«cu ron fl»P«»<.mgin a « 

^ m „d nnauy Acoo^y, app^. *- *• — 

of data 48, 49, 51-53, 55-58, 71. 72 and 80.90, which a*"^ » «» 
Appendix. 
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""Deceived 

200312102-1 CENTRAL FAX CENTER 

JUN 2 5 2008 

TV Status of Amendments 

Ho a—* have been ffled *e fina, Offlce AeUob of Man* 6, 

2008, from wbicb Appellant takes this appeal. 
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RECEIVED 
CENTRAL FAX CENTER 



y g « m n, ft rv < >f ^"^^^» hiectMa<tei: J UN 2 5 2008 

AppeUaots' sole independent claim recites the foUowing: 

48. A print medium having a microporous coating comprising: 

specification, paragraph 0018); 

a to micros Lyer (1 .4) comprising a to binder deposHed a, a liquid on smd 

substrate MfpeHani's i ""' 2tt 

a fusible Urtex layer (1 50) deposited over said to microporous layer (1 14) 

specif, Fig 1 - WP* lamx layer 

(, 50) is microporous and includes paric.es comprising a hard core materia! end a sot, .hell 
material (Appellant's specification, paragraph 0021); 

wherein said latex (150) exhibits self-adhesive properties at s room tempered such 
ft* said lam* Uyer (ISO) remains in place on seid to microporous layer (1 14) without 
requiring a second binder and without being Based r~e*» 
0004 and 0026). 
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CEN TRAU PAX CENTER 

JUN 2 5 2008 

yt of P T^"" to he Revert 2S App^ 

The final Office Action raised the following grounds of rejection. 

C1) Claims 48, 49, 51-53, 55-58, 71. 72 and 80-90 were rejected under 35 U.S.C. § 

W Claims 48, 49, 51-53, 55-58, 71. 72 and 80-90 were rejected under 35 U.S.C. §• 

H2, second paragraph, as being indefinite. 

o <i « 57 58 71 72 and 80-90 were rejected under 35 
(3) Claims 48, 49, 51-53, 55, 57, 58, 11, ^ 

■ . a k rt-ftT s Patent No 7,086,732 to Kasperchik et al. 
U.S.C. § 102(e) as anticipated by of U.S. Patent wo. 

("Kasperchik"). 

U S C S10W as being rn.pato.able over Kasperchik, taken alone. 

^^AppcUant^^reviewc^of^^of^onln 

the present appeal. 
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jyN 2 5 2C08 

vn ArBnment 

easterns, o f a use t, i l l tw«™ te 

Accoruin* to the final Office Action, the claims are no, sported by a wrirten 

.escriptlon - - - — * ~* ^ " 9 U,md 

on [saiol subrtrate' does ,0, nave support in [the, orisinally filed specif Appellant 
pohna to PP 002! , but «. exatniner does not see any support for the amendment" . *e 

claim, DM Office Action, p. 2). Appellant respectfully disagrees. 

A.^imnaimarter.AppeUa.twomdli.cempom.outmata^deacrtpnon-m 

*. specification support** a particular Cairn need W ,be a verbal recitafionof the clam, 
m . ^..explainedinMPEP^l^.O^eneecssaryv.rtrtendescripnoncanbe 

„„vided "uai.8 such descriptive means as words, atrucmres, figure*, diagrams, and 
formulas." i^>ciltfOod v. American Airlines, Inc., 107F.3d 1565, 1572,41 USPQ2d 1961, 

1966 (Fed. Cir. 1997). 

In the present application, claim 48 recites: 

A print medium having a microporous coating comprising: 

t££ which serves as ^- f f£S^- - ****** 
a first microporous layer comprising a first binder aeposae 

said substrate; and microporous layer, wherein said 

a fusible latex layer Sdi comprising a hard core 

fusible latex layer is microporous and includes parac* 

material and a soft shell nxateria|; properties at a room temperature such 

wherein ^^^^^^Zroporous layer without requmng 
that said latex layer remains in place onsaiu 
a second binder and without being fused. 
(Emphasis added). 

■ *h. c Section is highlighted in claim 48 above. This subject 
The subject matter at issue in this rejection is mgnugi 

^ is supported in Appellant's originally filed application as follows. 
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200312102-1 

Ad muonaU,, Append s specincauon, as potomd ou, - - B— ' 
states the following. 

[0021] ^f^-T^S^^^ 

configured to receive a hard core/soft shell n°^ m<;lud< , but U to no WW 
SSigure I. * *"^SSSJ nnc^oufsubsttnre (114) drsposed 
limited to a photo or film base (1 W 1 ™*!^^ ho to or film base (1 12) may 
thereon. According to one "W'j'^S.Ll,, according to one 
inolude any photo base or paper base >™*a>\ "f ^ ; ra!ltmg may be eoated 

„empl»y *£? ^ shot to pfgnre 1. aflUSE^l^ 

on a previously coated latex lattice A s sr. imme dialelY J2£ecgdlBglue 

^f^mttfo.. ^°"' a °P°'^,^? a "„ ( . Bmited J, a microporous toorgante 
receive a recording agent "^""^ ^ ataninum, or colloidal 
=Sr^; SSSfiiSS-" a plasttc pigment, or a 

Tons paragraph 0021 clearly s^s mat me microporous snbsttate and Imex are 

deposidon.wtochisa^ofart.refe^.oser.uenttaldeposmontoUqmdform. 
Conseouenfiy, — 2. also gives me necessary bitten description tome original 

^toposHe* as »>U,Mo»,M (Empha-s added). 

Wore, the reiecUon of Appellant, Cairns under 35 U.S.C. , 1ft pamgmph, 
should not be sustained. 
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The final Office Action mentions a number of for objecting to tire dd» 

mdn , 112, second pwaph. None of — reasons have any me* - some do not even 
properly allege an insttnee of indefiniteness under § 1 12. 

0) The final Office Action argue, ura, «[,). is unclear whetire. said deposed 

Action, p. 3). It Is entirely unelear ho*, to creates any indefinrteness. 

A, noted above, claim 48 recnes "a first micropore* layer comprising a first butder 

■a ™K»«t. - Thus if the flrst microporous layer is deposited as a 
deposited as a liquid on said substrate. Thus, II roe j» 

U^uid, it reads on tira. portion of claim 4g. Wheroer roe layer tiren stays indefinite* in hqnid 
^Unotadtossedby.or ar issue, «i* respecrro claim 4g. Therefore, to particular 

indexes, Consequently, to portion of roe rejeetionnnde, 35 U.S.C. , U2, second 

paragraph, should not be sustained. 

(2) The final Office Action next argues that " W he recited preamble, 'The 

„ou S coahn g of--V^ 

^cedent basis in cl aim 48 wherein « A print mediumMs clawed now.^W Office 
Action^ 3). inresponse, AppeUant notes that the B^iner has failed to accurately and 

«. «mw e0 fclaim48 Claim 48 recites: "A print medium having a 
completely quote the preamble of claim w 

„ons — comprising ..." <W ^ d * 48 ** ^ 

mteM den, hasis for tire dependen. claims which specify further derefis of tire "ntieroporoua 
^•reci-edroclaim^. Consequently, this portion of rhe rejection under 35 U.S.C. 5 
112, second paragraph, should not be sustained 
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«r r ii a ims 81-84 are confusing and 
(3) The final Office Action next argues that [c]laims Si 

^.xW-W-)*"— Consistency isneeded, 

prohibits reciting different types of materials for different components of a composition^ 
Moreover.AppeUsntfai.s.ose.no^eciaimsareinan^v— 

PorlHeExammefsreiecnonnereUennreiyunciear. However, there eles* is no 

u • ^ Consequefttly, this portion of the rejection 

indefiniteness with respect to the rejected claims. Consequen y, 

uader 35 U.S.C. § 1 12, second paragraph, should not be sustained. 

^ . co^ ^ in claim 90 is — and ignite sine. s,d c^escing 

to bv Kasnerchik .. and a solvent cannot form a shell." (final Office 
agent is a solvent as taught by Kaspercnuc . «m 

Action, p- 3). Asain.mUposinonisnnreasonab.eanden^.ywithommerit 

tenant does no, oeUeve ma. me cited prior art to Kasperchik reanires mat a 
calescin* a*en, — * a soivent. Howev., whatever me prior art may say on mis sohiecr 

. presentappUcarionandoUim, 

22l „ S P Q. .025 (Fed. Cm ,984). Appenanf s speciflcarion defines a coalescins a^>« as 

^ ^ ..mperatme T," (AppeUanr, speciflcarion, paxa*aph O04„. Append 

speciflcarion men gives specific examples of the claimed covins .sent. («). 

^de^onforAppeUam-ssp^earionm^mcreci.anm.of.-Wes^ 

^ ^ th„ allegation of indefiniteness with respect to claim 90 is 
agent" in the claims. Therefore, the allegation 
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t Consequently this portion of the rejection under 35 U-S.C § 1 12, 
entirely without merit. Consequently, m» v 

second paragraph, should not be sustained. 
Claim 48: 

fo the present application, claim 48 recites: 

^,™rr n microooxous coating comprising: 
A print medium havmg a tmcropoxo 

a substrate which serves d ited ^ a liquvd on said 

a first microporous layer comprismg a nrs 
substrate; and „ver said first microporous layer, wherein saad 

a fusible latex layer ^P 0Sl ^ d .^[X particles comprising a hard cere 
fusible latex layer is microporous and includes parn 

material and a soft shell ^tena ; _ sive propert ies at a room temperature such 

* at5a ^e^^^ 

Second binder and without being fused. 

(Emphasis added). 

, r™,, nUSPQ2dl461(BPAI1990). 

„ - ,<*.. to identify a claimed dement, the E*am»=r has faded 
Consequently, when the Examiner fails to tdennty 

, ■ • i™ For at least this reason, the tejection of claim 
» esntblish apri^/ad* case of annctpanon For at leas, m 

48 and its dependent claims should not be sustained. 

^^^^^^^^^^ 

^ a "colot-teoeivin, >ay« r «* hy KaspetcUt. (U Office Action, P- 4.). 
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coior-^^^^ ■ binderto 

bind the core-shell polymer P«£^»£ a lay« ^ aerials described above 
colorant-receiving layer 8 may be one lymer bin der may be a water- 

for use in the vehicle ^^.^S^^pd^ pyrrolidine, a water- 
soluble or water-dispersible polymer ^^»1 or its dSivatives, polyacrylamide, 
soluble cellulose derivative, P^f^^^polyxner. Preferably, the polymer 
polyacrylic acid, or a " JvvSyl alcohol or a water-soluble or 
binder of the colorant-receivmglayer _8 » ^£of ^ binder present m me 
water-dispersible derivative *«^^^^ polyn^ P^ 

colorant-receiving layer 8 ^hell polymer particles 10. 

together without blocking the pores between 
(Kasperchik, col. 6, lines 49-64). 

. J„ MHK -WW- - * — ^ ^ ^ " yer 
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